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DETAILED ACTION 
Claim Objections 

1 . Claim 4 is objected to because of tine following informalities: Applicant claims 
that that the first of the passive detectable devices is displaceable to at least a second 
position. This is not consistent with parent claim 2's "no more than two stable positions." 
Further regarding claim 4, it is not clear what further structural limitation has been set 
forth. Appropriate correction is required. 



Claim Rejections - 35 USC §112 

2. The following is a quotation of the first paragraph of 35 U.S.C. 1 1 2: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

3. Claims 2-5 are rejected under 35 U.S.C. 112, first paragraph, as failing to comply 
with the enablement requirement. The claim(s) contains subject matter which was not 
described in the specification in such a way as to enable one skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and/or use the invention. 
Applicant claims, "...no more than two stable positions...". The Examiner is unable to 
identify a second stable position disclosed in the specification. The specification 
discloses a single stable position and a transient position that recoils back to the stable 
position unless held in place. 
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Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1 ) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

5. Claims 2-5 and 9-15 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Franck et al. (USPN 6,529,765). 

Franck et al. '765 (hereinafter Franck) teaches a passive optical interface 
apparatus for tracking by a tracking system of an object in space for position and 
orientation and for interacting with the tracking system (abstract), the passive optical 
interface apparatus comprising: at least three passive detectable devices trackable for 
position by the tracking system and a mounting device for receiving the at least three 
passive detectable (fig. 5, ref. 510,550,570,572) devices in a known geometry and 
adapted for being secured to the object such that a position and orientation of the object 
is calculable by the tracking system as a function of a tracking of the known geometry of 
the passive detectable devices (fig. 2; col. 5, II. 24-67; col. 6, II. 1-3), at least a first of 
the passive detectable devices being secured to the mounting device by a joint so as to 
be displaceable between no more than two stable positions with respect to the object, a 
displacement of said first of the passive detectable devices with respect to the object 
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being detectable to initiate an interaction with the tracl<ing system while maintaining the 
tracking of the object (col. 5, 1. 50- col. 6, 1. 36; col. 16, II. 7-34; Fig. 16). Franck further 
teaches that the apparatus comprises four of the passive detectable devices trackable 
for position by the tracking system (fig. 5, ref. 510,550,570,572), a second, a third and a 
fourth of the four passive detectable devices being positioned in said known geometry 
and the first of the four passive detectable devices being displaceable with respect to 
the known geometry (col. 5, 1. 50- col. 6, 1. 36), a displacement of any of the four passive 
detectable devices with respect to the known geometry being detectable to initiate an 
interaction with the tracking system and measured as changes in the segment lengths 
between the markers (col. 5, 1. 50- col. 6, 1. 36; col. 9, II. 39-56; col. 16, II. 7-34). Franck 
further teaches that each of the markers are measurable such that with any 
displacement the device's position and pose can be measured (col. 4, II. 1-16) 

6. Regarding claims 9-15, Franck teaches a method for interaction between a 
tracking system tracking a position and orientation of an object in space and a handler 
of the object, the object having at least three passive detectable devices with at least 
one of said at least three passive detectable devices being displaceable with respect to 
the object so as to define at least two detectable geometrical patterns (col. 5, 1. 50- col. 
6, 1. 36), and comprising the steps of: tracking a position and orientation of the at least 
three passive detectable devices for calculating a position and orientation of the object 
as a function of the position and orientation of any one of the detectable geometrical 
patterns of at least three passive detectable devices (col. 5, 1. 50- col. 6, 1. 36; col. 9, II. 
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39-56; col. 16, II. 7-34); interpreting a displacement of said at least one of said at least 
three passive detectable devices with respect to the object as an interaction signal from 
the handler (col. 5, 1. 50- col. 6, 1. 36; col. 9, II. 39-56; col. 16, II. 7-34); and responding to 
the interaction signal by initiating an interaction response to the handler (col. 16, II. 26- 
35). Franck further teaches that the apparatus comprises four of the passive detectable 
devices trackable for position by the tracking system (fig. 5, ref. 510,550,570,572), a 
second, a third and a fourth of the four passive detectable devices being positioned in 
said known geometry and the first of the four passive detectable devices being 
displaceable with respect to the known geometry (col. 5, 1. 50- col. 6, 1. 36). Franck also 
teaches that the change is a displacement of a first of the passive detectable devices 
between a first and a second position, the detectable device having four of the passive 
detectable devices, with the first geometrical pattern being a second, a third and a 
fourth of the passive detectable devices in a known geometry and the first of the 
passive detectable devices in the first position with respect to the known geometry, and 
with the second geometrical pattern being the second, the third and the fourth of the 
passive detectable devices in the known geometry and the first of the passive 
detectable devices being in the second position with respect to the known geometry, the 
known geometry being fixed to the object such that the position and orientation of the 
object is calculated as a function of the position and orientation of the known geometry 
(col. 5, 1. 50- col. 6, 1. 36; col. 6, II. 45-67; col. 13, II. 53-59). Franck further teaches that 
each of the markers are measurable such that with any displacement the device's 
position and orientation can be measured (col. 4, II. 1-16). 
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Response to Arguments 

7. Applicant's arguments filed 05/27/2008 have been fully considered but they are 
not persuasive. Applicant alleges LEDs 550 and 572 are part of two different devices. 
However, the examiner Included each of the references, (510, 550, 570, and 572), 
merely to highlight that Franck makes multiple disclosures of passive detectable devices 
and, furthermore, Franck teaches referencing the location of an object 510 having 
LED's in surgical space. This serves the same function as reference 710. The purpose 
for citing references 510 and 550 will be clarified in the discussion below. 

8. With reference to Figure 9, LED 742, which is displaceable relative to LEDs 730, 
is attached to the tracking object by clamp 1 133. Thus, by tracking the position of LED 
742 relative to LEDs 730, the surgeon can estimate the depth of the tip of the surgical 
Instrument because the positions of LEDs 730 are known In surgical space (col. 16, II. 
26-35). Accordingly and absent any discussion in the specification regarding the 
meaning of stable position, the Examiner is interpreting the limitation, displaceable by 
not more than two stable positions to be met. Also the claimed joint does not require 
that the LED be displaceable about that joint. In this regard the two stable positions 
would Inherently be the maximum and minimum operational positions of Instrument LED 
742 allowed by Instrument drive platform 1 130. The Examiner also notes that not more 
than two stable positions includes zero stable positions. Furthermore, by outputting the 
depth of the surgical instrument on workstation 580, the system outputs an interaction 
response to the handler, which is initiated by the movement of LED 742. The position of 
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the end of the surgical instrument is not related to a variation of the position and 
orientation of the object 1110 as object 1 1 10 is adjustably mounted to the skull. To 
clarify, LEDs 730 and LED 742 are all coupled to the instrument drive mechanism (col. 
16, II. 26-35). Collectively the system disclosed in figure 16 satisfies the limitation, 
mounting device or object. Thus, the mounting device's position is known in space and 
a variation in relative position between LED's 730 and LED 742 is outputted to a 
surgeon who uses visual feedback corresponding to the depth of the end of a surgical 
device to adjust the depth of the instrument. Accordingly, claims 2-5 and 9-15 stand 
rejected under Franck et al. (USPN 6,529,765). 



Conclusion 

9. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 
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Any inquiry concerning this communication or earlier communications from tine 
examiner should be directed to ELLSWORTH WEATHERBY whose telephone number 
is (571) 272-2248. The examiner can normally be reached on M-F 8:30 a.m. - 5:00 
p.m.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Brian Casler can be reached on (571) 272-49564956. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Ruth S. Smith/ 

Primary Examiner, Art Unit 3737 

EW 



